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This is in response to the appeal brief filed 23 March 2007 appealing from the Office action 
mailed 24 May 2006. 



Application/Control Number: 09/893,362 
Art Unit: 3622 



Page 2 



(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial proceedings that 
will directly affect or be directly affected by or have a bearing on the Board's decision in the 
pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection contained in the 
brief is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection is correct. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(8) Evidence Relied Upon 

The following is a listing of the evidence (e.g., patents, publications, Official Notice, and 
admitted prior art) relied upon in the rejection of claims under appeal. 

Hamzy et al., US006636247B1 , 21 October 2003; 

Net-mercial.com: "Net-mercial.com partners with GEO Interactive to deliver dynamic 
audioA/ideo Internet advertising solutions", PR Newswire, p. 2239, 18 August 1999; 

Admitted as prior art that ""multimedia content on the Internet is becoming more prevalent" 
(rejection para. 6); 

Official notice taken (rejection para. 13 and 14); 
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Barry, Lance Leonard, "Teaching A Way is Not Teaching Away", JPTOS, December 1997: 
867-882. 

(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims. This is a 
verbatim copy of the final rejection mailed on 24 May 2006. 

DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed with an amendment on 21 February 2006 have been fully 
considered but they are not persuasive. The arguments are addressed by revision of 
the last rejection and explicitly at para. 7 and 8 below. 

Priority 

2. The examiner confirms that this application has benefit of provisional applications No. 
60213396 and 60213827 under 35 U.S.C. 1 19(e). An objection to the priority claim was 
raised in the last Office action (mailed on 21 November 2005). Applicant's reply (2 nd 
para, on p. 7) adequately addressed that objection. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-33 are rejected under 35 U.S.C. 103(a) as being obvious over Hamzy et al. 
(US006636247B1) in view of Net-mercial.com (PR Newswire, 18 August 1999). 

5. Hamzy et al. teaches (independent claims 1 and 17) a method and system for providing 
advertising in a computer network, the method comprising: receiving a request from at 
least one user for delivery of a user-selected Web page associated with a Web site, and 
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selecting at least one advertisement for delivery to said at least one user in conjunction 
with said user-selected Web page (an advertisement associated with that web page, col. 
2 lines 12-15), said advertisement being selected from a plurality of advertisements (col. 
4 lines 41-44); and delivering said at least one advertisement in a format that precludes 
said at least one user from bypassing any portion of said ad (col. 2 lines 25-30). 

6. Hamzy et al. does not teach playback of an audio ad. Net-mercial.com teaches 
playback of an audio ad (end of the second para., marked reference "A"). Because Net- 
mercial.com is referred to by Hamzy et al. (front page, under OTHER PUBLICATIONS), 
because multimedia ads attract customers, and because applicant discloses that 
multimedia content is becoming more prevalent (para. [0007] of the published 
application, US 20020022999A1), it would have been obvious to one of ordinary skill in 
the art, at the time of the invention, to add the teachings of Net-mercial.com to those of 
Hamzy etal. 

7. Applicant argues (pp. 7-8) that Hamzy et al. fails to teach "playback". The rejection 
states that playback is taught by Net-mercial.com, not by Hamzy et al. Applicant argues 
further that Hamzy et al. is concerned with a different problem. Hamzy et al. teaches 
several options at col. 2 lines 10-30. The cited option, at col. col. 2 lines 25-30, reads on 
the claimed invention. 

8. Applicant also argues (p. 8, 2 nd para.) that Net-mercial.com teaches away from the 
instant invention by "giving the consumer complete control of the ad". Net-mercial.com 
teaches several options at the top of p. 2/2, marked reference "B". For most of these 
options, including the first (A timer informs the user that the ad is only temporary . . .), 
Net-mercial.com does not teach "giving the consumer complete control of the ad". 

9. Hamzy et al. also teaches claims 2, 3, 18 and 19 (col. 6 lines 38-50, where a series of 
buttons reads on a plurality of input devices). 

10. Claims 5 and 21 are admitted prior art (para. [0006] of the [published application). 

11. Net-mercial.com also teaches claims 13-16 and 29-32. 

12. Neither reference teaches claims 6, 7, 22 and 23. However, they are obvious common 
commercial practice because ordinary money reads on "credits". 
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13. Neither reference teaches claims 4, 8-12, 20 and 24-28. These were common practices 
at the time of the instant invention. (Claims 8-12 and 24-28 describe ad targeting.) It is 
obvious to use common practices. Official notice of these common knowledge or well 
known in the art statements was taken in the last Office action (mailed on 21 November 
2005, para. 13). These statements are taken to be admitted prior art because applicant 
either failed to traverse the examiner's assertion of official notice or that the traverse was 
inadequate. (MPEP 2144.03.C.) 

14. Neither reference teaches claim 33. Official notice is taken (MPEP § 2144.03) that pop- 
up were common at the time of the instant invention. It is obvious to use common 
practices). 

(10) Response to Argument 

It is helpful to first review how the teachings of two references have been combined to reject 
both independent claims 1 and 17: 

• Hamzy et al. teaches every element of the claims except one, playback of an audio ad 
(para. 5 and 6 above). In particular, Hamzy does teach delivering an ad in a format that 
precludes the user from bypassing the ad (Hamzy, col. 2 lines 25-30). 

• Net-mercial.com teaches playback of (delivering) an audio ad (para. 6 above). 

• It would have been obvious for a PHOSITA to add the teachings of Net-mercial.com to 
those of Hamzy et al. because: (a) multimedia ads attract customers, (b) "multimedia 
content on the Internet is becoming more prevalent" (p. 2, lines 21-22 of the instant 
spec.) and (c) Net-mercial.com is cited on the front page of Hamzy et al. 

Appellant argues that the references do not teach or suggest all of the claimed limitations of 
claims 16 and 17 (p. 6). In particular, appellant argues, 

"Although Net-mercial discloses providing audio/visual ads, Net-mercial fails to disclose 
or suggest: 

delivering said at least one audio advertisement to said at least one user via said 
network in a format that precludes said at least one user from bypassing playback of 
any portion of said audio advertisement" (bottom of p. 6) 
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This is a weak straw man. The rejection never says that Net-mercial.com has these 
properties. As noted above, Hamzy teaches delivering an ad in a format that precludes the 
user from bypassing the ad (Hamzy, col. 2 lines 25-30), while Net-mercial.com teaches 
delivering an audio ad. 

Appellant argues that Net-mercial.com teaches away from delivering an ad in a format that 
precludes the user from bypassing the ad (bypass preclusion, pp. 7 and 8). First, it would 
have to be a very strong teaching away, because bypass preclusion is the focus of Hamzy: 

"The present invention addresses a problem prevalent in electronic information 
distribution systems. In particular, 'on line' users often bypass advertisements by hitting 
a specific button or a control sequence such as Alt-F4 to bypass an advertisement. 
Most advertisers would like to extend the time period that their advertisement is before 
the viewing audience. Some companies offer free email or even Internet access in 
exchange for viewing advertisements. It is important that the viewer cannot easily tune 
out or ignore the ads. It would be easy for viewers to ignore banner or scrolling ticker 
tape advertisements. The present invention addresses this concern ." (Hamzy, col. 1 line 
64 to col. 2 line 8, emphasis added) 

"A further control function according to the invention is to display the advertisement 
which is correlated to the particular web page for a predetermined time period before 
transferring the window containing the content or web page the user has selected." 
(Hamzy, col. 2 lines 25-30, emphasis added) 

Second, Net-mercial.com includes the following statement, which the examiner interprets as 
a teaching of a bypass preclusion option: 

"A timer informs the user that the ad is only temporary and will expire after a certain 
number of seconds or when the web site loads." (top of p. 2/2) 

Appellant has cited other parts of Net-mercial.com to vitiate this teaching, but this is a simple 
statement that is best taken for its plain meaning. This single sentence alone gives two 
preclusion options (preclusion during loading or "after a certain number of seconds"). The 
examiner suggests that other statements interpreted by the appellant as a "teaching away" 
are in fact either alternatives or irrelevant. 
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Third, Barry 1 has reviewed and analyzed the extensive legal history of the "teaching away" 
doctrine, and it does not support the appellant's argument. Barry notes that a teaching away 
may be done "expressly" (as a warning) or "impliedly", when "a modification or combination 
would render inoperable the invention disclosed in the reference" (p. 872, bottom two lines). 
In the instant case the alleged teaching away is neither done "expressly" nor "impliedly". It is 
not a teaching away. 

Barry notes that "Teaching Another Way" (p. 878 et seq.) is not a teaching away, but a 
teaching of alternatives, some of which might appear to be more desirable than others, but 
all viable options nonetheless. The examiner believes that Net-mercial.com is offering 
preclusion alternatives, including no preclusion at all. 

Barry quotes a textbook and the CAFC (at pp. 867 and 869) in reducing the theory of 
teaching away to one word: discouragement. A teaching away discourages one of ordinary 
skill in the art from following the suggested teaching. 

The U.S. Supreme Court has ruled that 35 USC 103(a) and the Graham v. Deere "TSM" test 
should be applied and judged with "common sense". 2 Common sense suggests that there is 
nothing in Net-mercial.com that would discourage one of ordinary skill in the art from adding 
its teaching of delivering an audio ad to the teachings of Hamzy et al., without abandoning 
the strong teaching of bypass preclusion in Hamzy et al. 



1 Barry, Lance Leonard, "Teaching A Way is Not Teaching Away", JPTOS, December 1997: 867-882, 
provided as an appendix to this examiner's answer. 



2 "It is common sense that familiar items may have obvious uses beyond their primary purposes, and a 
person of ordinary skill often will be able to fit the teachings of multiple patents together like pieces of a 
puzzle.", KSR INTERNATIONAL CO. vTELEFLEX INC. et al., 550 U.S. (2007). 
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(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the Related 
Appeals and Interferences section of this examiner's answer. 

For the above reasons, it is believed that the rejections should be sustained. 
Respectfully submitted, 



Donald L. Champagne 
Primary Examiner 
Art Unit 3622 




26 June 2007 



Conferees: 
James W. Myh 

Eric W. Stamber 
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Barry, Lance Leonard, "Teaching A Way is Not Teaching Away", 
JPTOS, December 1997: 867-882 
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